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DETAILED ACTION 

1. Tke amendment of May 5, 2003 kas teen received and entered. 

claim Ohjections 

2. Tke okjection to claim 24 under 37 CFR 1.75(c), as keing of improper dependent form 
for faikng to ftirtker kmit tke sukject matter of a previous claim, is witkdrawn due to applicant's 
cancellation of tke claim. 

Claim Rejections - 35 USC §112 

3. Tke following is a quotation of tke second paragrapk of 35 U.S.C. 112: 

Tke specification skall conclude witk one or more claims particularly pointing out and distinctly claiming tke 
sukject matter wkick tke appkcant regards as kis invention. 

4. Tke rejection of claims 1, 4-12 and 15-19 under 35 U.S.C. 112, second paragrapk^ as 
keing indefinite for failing to particularly point out and distinctly claim tke sukject matter wkick 
applicant regards as tke invention is witkdrawn due to applicant's amendment's and discussion. 

As to claim 1 , line 7, tke Examiner notes tkat ' "primary articles" kas keen amended to 
read "primary particles". 

Furtker as to claim 1, line 7^ "primary particles are separated in tke resulting sonicated 
stream", tke Examiner notes tkat applicant kas not indicated tkat tke particles "are separated 
from tke resulting sonicated stream" as descriked in tke specification at page &, lines 5-10^ 
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Thus, as worded, tke pkrase merely reqmre tkat tke particles not be re-agglomerated in tke 
stream, so that the particles are separate from one another in tke stream. 

claim Rejections - 35 use §102 

5. Tke rejection of claims 21 and 26^^ under 35 U.S.C. 102(k) as keing anticipated ky BP 
472 459 Al (kereinafter *459) is witkdrawn due to applicant's amendments to tke claims to 
require a coater for/coating tke resulting filtered stream onto a receiver. 

claim Rejections - 35USCS103 

6. Tke following is a quotation of 35 U.S.C. 103(a) wkick forms tke kasis for all 

okviousness rejections set fortk in tkis Office action: 

(a) A patent may not te oLtaineJ thougk tlie invention is not identically discloseJ or JescrtbeJ as set fortk m 
section 102 of tkis title, if tke differences ketween tke sukject matter sougkt to ke patented and tke prior art are 
suck tkat tke gukject matter as a wkole would kave keen okvious at tke time tke invention was made to a person 
kaving ordinary skill in tke art to wkick said sukject matter pertains. Patentakility skall not ke negatived ky tke 
manner in wkick tke invention was made. 

7. Claims 1, 4-7, 10, 12, 16-20 and 27 are rejected under 35 U.S.C. 103(a) as keing 
impatentakle over Kawasaki et al (US 5576075) in view of Hockkerg (US 3890240). 

Kawasaki teackes a metkod and apparatus for sonicating^ filtering and coating. Column 
1, lines 5-15 and column 6, lines 35-55. A stream containing a dispersion is sukjected to a 
sonicating treatment. Column 2, lines 35-55. Tke dispersion contains primary particles. 
Column 1; lines 20-25 and column 6, lines 35-55. Tke resulting sonicated stream containing a 
dispersion comprised of de-agglomerated primary particles is tken filtered. Coliomn 6, lines 35- 
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55. Tke particles are separated in tke resulting stream tecause tkey are Jeagglomerated. Tke 
filtered and sonicated stream is tken coated onto a receiver surface. Column 2, lines 45-55. 

Claim 5: tke primary particles are present in tke stream in an amount tkat is Letween 0- 
60 wi% kased on tke total weigkt of tke stream. See, for example, column 21, line 50 tkrougk 
column 22/ line 25. 

Claim 6: tke de-agglomerated particles kave a volume average diameter tkan is ketween 
0.005 and 20 micrometers. See, for example, column 21, line 50 tkrougk coliomn 22, line 25 

e diameter of tke ferromagnetic particles is 0.08 micrometers, and tke tkickness of tke 
provided coating is 1.5 micrometers). 

Claim 10: tke carrier for tke stream includes a continuous pkase liquid solvent. See, for 
example, column 21, line 50 tkrougk colimin 22, line 25 and column 15, line 55 tkrougk 
column 16, line 5. 

claim 12: tke sonication is accomplisked witk at least one ultrasonic memker. Column 4, 
lines 30-50 and column 6, lines 35-55. 

Claim 14: tke de-agglomerated primary particles are furtker separated from tke stream, 
(note tke drying of tke solvent after coating). See colimin 22 , lines 15-25. 

Claim 17: tke re-agglomeration of tke de-agglomerated primary particles can occur. 
Column 8, lines 1-20. 

Claim 19: tke stream can furtker comprise a surfactant. Column 17, line 45 tkrougk 
column 18, line 15. 
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Claim 27: as disciasseJ aLove, Kawasaki teackes an ultrasonicator, a filter and a coater 

system. 

Kawasaki teackes all tke features of tkese claims except (1) tkat tke particles are 
agglomerated kefore keing sonicated, (2) tke stream pressure measurement (claim 16), (3) 
analyzing tke sonicated stream (claim 18), (4) tke coated pkotoreceptor surface (claim 1, 27), (5) 
tke primary particles as toner (claims 4, 7), (6) tke pkotosensitive particles (claim 20). Kawasaki 
does teack tkat tke surface can ke coated kefore tke application of tke filtered sonicated coating 
material. See column 2, lines 45-50. 

Hockkerg teackes a process for providing liquid dispersions of toner materials to ke 
applied to a surface. Column 1, lines 5-15. Tke toner is in tke form of particles including carkon 
klack and a dye or pigment. Coltmin 1, lines 55-68. Tke particles kave a tendency to 
agglomerate, and it is necessary to control tkis agglomeration to provide desirakle coating. 
Column 3, lines 15-35. As a way for dispersing tke particles, Hockkerg teackes kigk frequency, 
ultrasonic agitation. See column 20, lines 1-55. As taugkt, tke particles would ke pkotosensitive. 
See column 1, lines 5-30. Tke toner is applied to a ckarged pkotoconductive layer. See colimin 
1, lines 15-30. 

However, it would kave keen okvious to one of ordinary skill in tke art at tke time tke 
invention was made to modify Kawasaki to provide tke missing features of tkese claims in order 
to provide a desirakle coated surface. Specifically, it would kave keen okvious to (1) modify 
Kawasaki to provide tkat tke initial dispersion to ke sonicated contains agglomerated particles 
witk tke expectation of ackieving a desirakle de-agglomerated coating material, kecause Kawasaki 
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teackes tkat tlie dispersion as initially provided is readily susceptible to agglomeration (see coliimn 
1, lines 20-25 and 45-55) and Kawasaki provides no limitation on liow long tke dispersion can 
Le made Lefore sonication treatment must te carried out, wliile providing specific times for wlien 
the treatment must te provided once sonication starts (see column 5, line 60 tkrougk column 6, 
line 30). (2) it wotJd furtker kave keen okvious to modify Kawasaki to provide analyzing stream 
pressure kefore filtering witk tke expectation of providing a desirakle coating, kecause Kawasaki 
teackes filtering tke stream, and it is conventionally known in tke art of filtering tkat stream 
pressiire affects tke results of filtering. (3) it would furtker kave keen okvious to modi fyK awasaizi 
to provide analyzing tke sonciated stream for various imdesirakle particles witk tke expectation of 
providing a desirakle coating, kecause Kawasaki teackes sonciating, and furtker provides examples 
of numerous analytical experiments on tke stream so as to provide tke optimum coating (see tke 
examples). (4) It would furtker kave keen okvious to one of ordinary skill in tke art at tke time 
tke invention was made to modify Kawasaki to use tke sonicating process to also sonicate toner 
particles in dispersion as suggested ky Hockkerg witk an expectation of desirakle coating results, 
kecause Kawasaki teackes a desirakle sonication process to provide dispersed particles, and 
Hockkerg teackes tkat it is desirakle to sonicate toner particles in liquid to provide a desirakle 
dispersed dispersion. (5) It would fixrtker kave keen okvious to provide resin witk tke particles so 
as to provide a desirakle coating, given tke teacking of Hockkerg of using resin in tke toner 
dispersion (see column 1, lines 60-65). (^) It would furtker kave keen okvious to modify 
Kawasaki in view of Hockkerg to provide a coating pkotoreceptor sukstrate so as to provide a 
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JesiraLle coating, given the teacking of Hockterg of tke desiratikty of coating of tke toner 
particles to suck a sutstrate (see column 1, lines 15-30). 

8. Claim 8-9 and 15 is rejected under 35 U.S.C. 103(a) as Leing unpatentatle over 
Kawasaki in view of HockLerg as applied to claims 1, 4-7, 10, 12, 16-20 and 27 aLove, and 
furtker in view of EP 472 459 Al (kereinafter ^459). 

Kawasaki in view of Hockterg teack all tke features of tkis claim except using a second 
sonicator to sonicate tke filter (claim 15) and tke filter purpose (claims 8-9). 

However, *459 teackes an unltrasonicator is provided to ultrasonicate a stream of liquid 
dispersion of agglomerated primary particles. See tke abstract and figure 1 (tke ultrasonic mill 
26). Tke treatments witk tke ultrasonicator treaks up tke agglomerated particles to provide a 
stream of de-agglomerated particles. See tke atstract and figure 1. A filter memker is provided 
to filter tke resulting ultrasonicated stream containing a dispersion of de-agglomerated primary 
particles. See tke atstract and figixre 1 (filter 30). A second ultrasonicator can te provided to 
ultrasonicate tke filter memter so as to furtker treak up agglomeration. See tke atstract and 
figure 1 (note tke ultrasonic transducers tkat tke te incorporated in tke filter). Tke filter 
removes particles tkat would otkerwise te undesiratly large. See atstract. 

It would kave teen otvious to one of ordinary skill in tke art at tke time tke invention was 
made to modify Kawasaki in view of Hockterg to furtker provide a ultrasonicator for tke filter as 
suggested ty '459 witk an expectation of desiratle coating results, tecause Kawasaki in view of 
Hockterg teackes a desiratle sonication process to provide dispersed particles tkat includes 
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filtration of tke treated stream, and *459 teackes tkat it is desirakle to furtker provide an 
ultrasonicator for a fiUer memker after sonicating a stream of dispersed particles to kreak up tke 
agglomeration so as to provide fxirtker de-agglomeration. It would furtker kave keen okvious to 
modify Kawasaki in view of Hockkerg to provide tkat tke filtering removes okjectionakle 
contaminants (i.e. particles of a size larger tkan tke de-agglomerated particles) as suggested ky 
'459 witk an expectation of desirakle coating results, kecaiise Kawasaki teackes filtering tke 
sonicated dispersion, and '459 teackes tkat wken filtering a sonicated dispersion, it is desirakle to 
remove overly large particles. 

9- Claims 21, 23 and 25-26 are rejected under 35 U.S.C. 103(a) as keing tmpatentakle 
over Kawasaki (US 5576075) in view of EP 472 459 Al (kereinafter '459). 

Kawasaki teackes a metkod and apparatus for using an unltrasonicator is provided to 
ultrasonicate a stream of liquid dispersion of primary particles. Column 4, lines 30-50. Tke 
ultrasonicator would ke akle to treat agglomerated or unagglomerated particles, as tke specific 
makeup of tke dispersion is not part apparatus. A filter memker is provided to filter tke 

resulting ultrasonicate stream containing a dispersion of de-agglomerated primary particles. 
Column 6,lines 35-55. 

Claim 22: a coater is provided to coat tke filtered stream onto a receiver. Column 2, lines 
35-55, column 20, lines 40-55 and figure 3. 

Claim 23: tke coated receiver is sukstantially free of agglomerated primary particles. 
Column 1, lines 5-20 and colimin 36, lines 1-10. 
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Kawasaki teackes all tke features of tkese claims except for tke treament using a second 
sonicator to sonicate tke filter. 

However, '459 teackes an unltrasonicator is provided to ultrasonicate a stream of liquid 
dispersion of agglomerated primary particles. See tke akstract and figure 1 (tke ultrasonic mill 
26). Tke treatments witk tke ultrasonicator kreaks up tke agglomerated particles to provide a 
stream of de-agglomerated particles. See tke akstract and figure 1. A filter memker is provided 
to filter tke resulting ultrasonicated stream containing a dispersion of de-agglomerated primary 
particles. See tke akstract and figure 1 (filter 30). A second iJtrasonicator can ke provided to 
ultrasonicate tke filter memker so as to furtker kreak up agglomeration. See tke akstract and 
figure 1 (note tke vJtrasonic transducers tkat tke ke incorporated in tke filter). 

It would kave keen okvious to one of ordinary skill in tke art at tke time tke invention was 
made to modify Kawasaki to furtker provide a ultrasonicator for tke filter as suggested ky '459 
witk an expectation of desirakle coating resiJts, kecause Kawasaki teackes a desirakle sonication 
process to provide dispersed particles tkat includes filtration of tke treated stream, and '459 
teackes tkat it is desirakle to furtker provide an ultrasonicator for a filter member after sonicating 
a stream of dispersed particles to kreak up tke agglomeration so as to provide furtker de- 
agglomeration. Tke second sonicator treats tke filter and tkus can ke used wketker tke coater is 
active or inactive, as long as tke filtration process was desirakly occurring. 
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10. Claim 11 is rejected iinder 35 U.S.C. 103(a) as being iinpatentatle over Kawasaki in view 
of Hockterg as applied to claims 1, 4-7, 10, 12, 16-20 and 27 atove, and fiirtker in view of Min 
et al (US 4112549). 

Kawasaki in view of Hockterg teackes all tke features of tkese claims except tke gas carrier 

vekicle. 

Min teackes a process for sonicating a stream containing a dispersion of agglomerated 
primary particles. Column 2, line 50 tkrougk column 3, line 10. Tke sonicated stream is 
furtker filtered. Column 4^ lines 20-30. Tke stream includes a gas carrier, air. Column 3, lines 

30-35. 

It would kave keen okvious to one of ordinary skill in tke art at tke time tke invention was 
made to modify Kawasaki in view of Hockkerg to use tke sonicating process to also sonicate 
particles in dispersion in a gas stream as suggested ky Min witk an expectation of desirakle 
coating results, kecause Kawasaki in view of Hockkerg teackes a desirakle sonication process to 
provide dispersed particles, and Min teackes tkat it is desirakle to sonicate suspended in air as well 
as liquid. 

Response to Arguments 

11. Applicants arguments filed May 5, 2003 kave keen fully considered kut tkey are not 
persuasive. 

As to claim 1, applicant argues (at page 4 of tke amendment) tkat tke Examiner kas not 
pointed out wkere in Kawasaki tke comkination of coating tke resulting sonicated stream onto a 
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pkotoreceptor substrate can he found. Applicant argues tkat tke examiner kas not pointed out in 
eitker reference a dispersion of agglomerated primary particles. Applicant fiirtker argues (at pages 
6-7 of tke amendmen t^ tkat tke requisite motivation must come from tke prior art^ not 
applicant's invention. Furtker, according to applicant^ tke Examiner is using an impermissikle, 
"okvious to try" analysis, listing items (1) -(6) and stating tkat it would kave kee "okvious to try" 
to modify and vary tkese parameters or try tkese 6 possikle ckoices to arrive at applicant's 
invention wkere tke prior art gave no indication of wkick parameters were critical and no 
suggestion in found witkin tke references tkemselves for tkese 6 modifications. Applicant goes 
on to argue tkat tke Examiner kas used impermissikle "kindsigkt reconstruction". Tke nxammer 
kas reviewed tkese arguments, kowever, tke rejection is maintained. Tke rejection of claim 1 is 
kased on a comkination of tke references to Kawasaki and Hockkerg. As discussed in tke 
GrounJs of Rejection akove, tke Examiner kas provided a discussion as to wky it would kave 
keen okvious to modify Kawasaki to comkine witk Hockkerg, resulting tke suggestion of tke 
rejected claims. Tkus, as to tke coating of tke resulting stream onto a coated pkotoreceptor 
surface, tke suggestion of coating onto a pkotoreceptor surface is clearly provided ky tke teacking 
of Hockkerg as to tke desirakility of coating a dispersion of particles onto a pkotoreceptor surface 
(see tke discussion in tke rejection akove). As to tke teacking of a "dispersion of agglomerated 
primary particles", tke Examiner kas noted tkat Kawasaki does not specifically teack tkat tke 
particles are "agglomerated" kef ore tke sonication treatment starts. However, tke Examiner notes 
tke teacking tkat tke particles in tke liquid tend to agglomerate over time (see column 1 , lines 
45-60) and tke teacking in Hockkerg tkat tke particles in tke liquid agglomerate, providing 
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agglomerated particles that must te treated (see column 3, lines 20-35). As to tke suggestion 

tkat tke initial dispersion of Kawasaki ke provided witk at least some agglomerated particles, tke 

Examiner notes the discussion m MPEP2144 tkat: 

Tke rationale to modify or comkine tke prior art does not kave to 
ke expressly stated in tke prior art; tke rationale may ke expressly or 
impliedly contained in tke prior art or it may ke reasoned from 
knowledge generally availakle to one of ordinary skill in tke art, 
estaklisked scientific principles, or legal precedent estakksked ky 
prior case law. In re Fine, 837 F.2cl 1071, 5 USPQ2(1 1596 
(Fed. Cir. 1988); In re Jones, 958 F.2d 347, 21 USPQ2d 1941 
(Fed. Cir. 1992). See also In re Kotzat, 217 F.3d 1365, 1370, 
55 USPQ2d 1313, 1317 (Fed. Cir. 2000) (setting fortk test for 
implicit teackings); In re Ek Lilly & Co., 902 F.2d 943, 14 
USPQ2d 1741 (Fed. Cir. 1990) (discussion of rekance on legal 
precedent); In re Nilssen, 851 F.2d 1401, 1403, 7 USPQ2d 
1500, 1502 (Fed. Cir. 1988) (references do not kave to expkcitly 
suggest comkining teackings); Ex parte Clapp, 227 USPQ 972 
(Bd. Pat. App. & Inter. 1985) (examiner must present convincing 
line of reasoning supporting rejection); and Ex parte Levengood, 
28 USPQ2d 1300 (Bd. Pat. App. & Inter. 1993) (reliance on 
logic and sound scientific reasoning). 



Furtkermore, tke Examiner notes tke discussion in MPEP 2144.01 as to using an impkcit 
disclosure 

"[I]n considering tke disclosure of a reference, it is proper to take 
into account not only specific teackings of tke reference kut also 
tke inferences wkick one skilled in tke art would reasonakly ke 
expected to draw tkerefrom." In re Preda, 401 F.2d 825, 826, 
159 USPQ 342, 344 (CCPA 1968) . . ." 

At tke least, tke disclosure of tke two references would suggest to one witk tke knowledge 
generally availakle to one of ordinary skill in tke art tkat it would ke otvious to provide tke 
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treatment of Kawasaki to particles Lotk agglomerated and non-agglomerated, given tke teacking 
of Kawasaki tkat tke particles in tke liquid tend to agglomerate over time and tke teacking in 
Hockkerg tkat tke particles in tke liqiiid agglomerate, providing agglomerated particles tkat must 
Le treated, kecause as discussed in tke rejection akove, Kawasaki provides no limitation as to kow 
long tke dispersion can ke made kefore tke sonication treatment must ke carried out. As to tke 
six elements discussed ky tke Examiner as not keing specifically taugkt ky Kawasaki, tke 
suggestion to provide tkese elements was not kased on an impermissikle "okvious-to-try** analysis, 
and tke Examiner kas provided no statement tkat it would ke "okvious-to-try" to modify and vary 
tkese parameters. Ratker tke Examiner kas made tke rejection kased on tke comkination witk 
Hockkerg and tke rationale as discussed in MPEP 2144 and 2144.01 as discussed akove. 

icant kas provided no specific indication, otker tkan tke ''pkotoreceptor surface" and 
"agglomerated particles" discussed akove as to wkat improper reasoning tke Examiner used. In 
response to applicant's argtmient tkat tke examiner's conclusion of okviousness is kased upon 
improper kindsigkt reasoning, it must ke recognised tkat any judgment on okviousness is in a 
sense necessarily a reconstruction kased upon kindsigkt reasoning. But so long as it takes into 
accoimt only knowledge wkick was witkin tke level of ordinary skill at tke time tke claimed 
invention was made, and does not include knowledge gleaned only from tke applicant's disclosure, 
suck a reconstruction is proper. See In re McLaugUin, 443 F.2cl 1392, 170 USPQ209 
(CCPA 1971). Here, applicant kas provided no indication as to wkat was improperly gleaned 
only from applicant's disclosure. 
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As to applicant's arguments as to claims 5 and 6, tke Examiner notes tkat as discussed in 
tke Grounds of Rejection atove^ Kawasaki (tke primary reference) teackes particle amounts and 
diameters as claimed (see tke specific discussions of claims 5 and 6 in paragrapk 7 akove). 

icant kas provided no indication as to wky tkese citations ty the Examiner are incorrect. Tke 
comkination of references suggests tke claimed process, for tke reasons as discussed witk regard to 
claim 1 akove. 

As to applicant's arguments as to claims 10 and 12, tke Examiner notes tkat as discussed 
in tke Grounds of Rejection akove, Kawasaki (tke primary reference) specifically teackes tke 
continuous pkase liquid solvent and tke ultrasonic memker (see tke specific discussion of claims 
10 and 12 in paragrapk 7). Applicant kas provided no indication as to wky tkese citations ky tke 
Examiner are incorrect. Tke comkination of references suggests tke claimed process, for tke 
reasons as discussed witk regard to claim 1 akove. 

As to applicant's arguments as to claims 16-19: As to claim 16, tke Examiner kas 
indicated tkat it is conventionally known in tke art of filtering tkat stream pressure affects tke 
results of filtering, and applicant kas not traversed tkis position of tke Examiner. As discussed in 
MPEP 2144.03, if appkcant does not traverse tlie Examiner s assertion as to common 
knowledge in tke art, tkis skould ke indicted in tke next Office Action tkat tkis common 
knowledge is taken to ke admitted prior art. Tke Examiner now takes tkis position tkat it is 
admitted prior art tkat in tke art of filtering stream pressure affects tke results of filtering; since 
applicant kas provided no traversal. As to claim 17, as discussed in tke Grounds of Rejection 
akove, Kawasaki (tke primary reference) specifically teackes tkat tke re-agglomeration of tke 
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primary particles can occur (see tke specific discussion of claim 17 in paragraph 7). Applicant 
kas provided no indication as to why tkis citation ty tke Examiner is incorrect. As to claim 18, 
tke Examiner kas indicated as to wky it would Le suggested to analyze tke stream and applicant 
kas not traversed tke Examiner s reasoning. As to claim 19, as discussed in tke Grounds of 
Rejection akove, Kawasaki (tke primary reference) specifically teackes tkat tke stream can furtker 
comprise a surfactant (see tke specific discussion of claim 19 in paragrapk 7). Applicant kas 
provided no indication as to wky tkis citation ky tke Examiner is incorrect. Tke comkination of 
references suggests tke claimed process, for tke reasons as discussed witk regard to claim 1 akove. 

As to applicant's argimients in regard to claim 27, tke comkination of Kawasaki and 
Hockkerg provides tke liquid dispersion of agglomerated primary particles and tke coater as 
claimed, for tke reasons as discussed witk regard to claim 1 akove. 

As to appkcant*s argimients in regard to claims 8 and 9, tke Examiner notes tkat in tke 
Grounds of Rejection akove, in tke description of Kawasaki in paragrapk 7 tke Examiner 
provided a discussion tkat Kawasaki taugkt tke filtration of tke resulting sonicated stream. Tke 
Examiner also notes tkat '459 teackes filtering undesirakly large particles as discussed in 
paragrapk 8 akove. As to tke filtration of undesirakle contaminants as claimed, tke Examiner 
notes tkat since '459 teackes removing overly large particles, tkese "overly large particles" wovdd 
ke undesirakle contaminants witkin tke meaning of tke pk rase. 

As to appkcant's arguments in regard to claims 8-9 and 15, tke Examiner kas provided 
*459 as providing tke suggestion of tke ultrasonicator. Appkcant appears to ke argmng tkat 
*459 is not analogous art to Kawasaki and Hockkerg, because it is directed to a treatment of a 
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radioactive fuel residue. As to tke issue of non-analogous art, it kas been keld tkat a prior art 
reference must eitker he in tke field of applicant's endeavor or, if not, tken ke reasonably 
pertinent to tke particular proLlem witk wkick tke applicant was concerned, in order to be reked 
upon as a basis for rejection of tke claimed invention. See In re Oeilker, 977 F.2d 1443, 24 
USPQ2d 1443 (Fed, Cir. 1992). In tkis case, at tke least, tke reference to '459 is reasonably 
pertinent to tke particular problem witk wkick applicant and tke otker prior art references were 
concerned. All references are concerned witk providing imagglomerized particles in a stream 
using and \altrasonic treatment and providing a filtration at tke end of tke stream. '459 goes on 
to indicate tke desirability of providing an ultrasonic treatment to tke filter itself. 

As to appkcant's arguments in regard to claim 21, as to tke combination of Kawasaki and 
'459 and tke suggestion to make tke combination, tke Examiner finds tkat tke art is analogous 
suggested for tke reasons given in tke Grounds of Rejection above and in tke paragrapk above 
(discussing claims 8-9 and 15). 

As to appkcant's arguments witk regard to claim 23, it would be suggested tkat tke 
receiver would be substantially free of agglomerated primary particles, because tke Kawasaki 
treatment provides a coating tkat only "sparingly suffers agglomeration", wkick would appear to 
read on "substantially free", given tkat "sukstantially free" does not mean "completely free" but 
ratker "almost" free, tke same as a "sparing" amount. Furtkermore, *459 teackes tkat using a 
second sonicator for tke filter furtker breaks up agglomeration, and tkerefore if tke second 
sonicator was used as suggested by '459, even fewer agglomerated particles would be present in tke 
final coating. 
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As to applicant's arguments witk regards to claims 25 and 26, tke filtration treatment is 
not a coating application Lut ratker a treatment before coating application, and tkus, tkere is no 
limitation as to wke it occurs during or not during coating. 

As to applicant's arguments witk regards to claim 11, tke Examiner kas specifically 
provided tke motivation to provide a gas carrier as suggested by Min as discussed in tke Grounds 
of Rejection above. Applicant kas provided no arguments as to wky tkis motivation was 
improper. As discussed witk regard to claim 1 above, motivation or rationale does not kave to 
come directly from tke references cited. Furtkermore as to tke argimient tKat Min IS non- 
analogous art, it kas been keld tkat a prior art reference must eitker be in tke field of applicant's 
endeavor or, if not, tken be reasonably pertinent to tke particular problem witk wkick tke 
applicant was concerned, in order to be relied upon as a basis for rejection of tke claimed 
invention. See In re OetiLr, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In tkis 
case, Kawasaki, Hockberg and Min are all at least reasonably pertinent to tke particular problem 
witk wkick tke applicant was concerned, tkat is providing a stream of unagglomerated particles 
after a sonicating treatment. As to tke relationskip of *459 to claim 11, tke Examiner notes tkat 
tkis is not part of tke claim 1 1 rejection. 



Conclusion 

12. THIS ACTION IS MADE FINAL. Applicant is reminded of tke extension of time 
policy as set fortLin 37 CFR 1.136(a). 
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A skortened statutory period for reply to tkis final action is set to expire THREE 
MONTHS from tke mailing date of tkis action. In tke event a first reply is filed witkin TWO 
MONTHS of tke mailing date of tkis final action and tke advisory action is not mailed until 
after the end of tke THREE-MONTH skortened statutory period, tken tke skortened statutory 
period will expire on tke date tke advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will ke calculated from tke mailing date of tke advisory action. In no event, 
kowever, will tke statutory period for reply expire later tkan SIX MONTHS from tke mailing 
date of tkis final action. 



Any inquiry concerning tkis communication or earlier communications from tke 
examiner skould ke directed to Katkerine A. Bareford wkose telepkone numker is (703) 308- 
0078, Tke examiner can normally ke reacked on M-F(7:00-4:30) First Friday Off. 

if attempts to reack tke examiner ky telepkone are unsuccessful, tke examiner's 
supervisor, Skrive P. Beck can ke reacked on (703) 308-2333. Tke fax pkone numkers for tke 
organization wkere tkis application or proceeding is assigned are (703) 872-9310 for regtdar 
communications and (703) 872-9311 for After Final communications. 

Any inquiry of a general nature or relating to tke status of tkis application or proceeding 
skould ke directed to tke receptionist wkose telepkone numker is (703) 308-0661. 
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